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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1 . 1 1 4, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/31/07 has been entered. 

2. Claims 2, 5, 9, and 16 have been canceled; claims 3, 4, and 17 have been 
amended; and claims 22-24 have been added. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) The invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1, 3, 4, 6, 11-13, and 21-23 are rejected under 35 U.S.C. 102(b) as being 
clearly anticipated by Pribil (U.S. 1 ,530,324). Pribil discloses an exhaust assembly for a 
marine genset, the exhaust assembly comprising: an exhaust manifold (Fig. 1 , No. 2) 
configured to emit cooling water and exhaust gases (inherent to hydrocarbon burning 
internal combustion engine exhaust); a sound-dampening device (Fig. 1, No. 3) 
configured to be coupled between the exhaust manifold (Fig. 1, No. 2) and a muffler 
(Fig. 1 , No. 1 1 - connectable to anything), the sound-dampening device including a 
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tubular member (Fig. 1 , No. 3) having an inner diameter (Modified Fig. 3, Inner 
Diameter) and two or more rings (Fig. 2, No. 7) located on the inner diameter of the 
tubular member; each ring having an inner surface (Figs. 3 and 4) exposing directly to 
an exhaust gas passageway in the tubular member, the rings being configured to 
provide constriction of the passageway which causes mixing of the cooling water with 
the exhaust gases to reduce noise generated by the combustion engine (Col. 1 , Lines 
9-19). 




Modified Fig. 3 - Added reference notations 



Application/Control Number: 10/765,708 Page 4 

Art Unit: 3748 

5. With regards to claim 3, Pribil discloses the exhaust assembly of claim 1, as 
described above, and further wherein the tubular member is flexible (Fig. 1, No. 3) and 
is configured to be connected between the exhaust manifold and directly to the muffler, 
each ring having an outer diameter (Modified Fig. 3, Ring Outer Diameter) the same as 
the inner diameter of the tubular member and an inner diameter (Modified Fig. 3, Ring 
Inner Diameter) smaller than the inner diameter of the tubular member. 

6. With regards to claim 4, Pribil discloses the exhaust assembly of claim 1 , as 
described above, and further wherein the tubular member (Fig. 1, No. 3) is rigid (Fig. 1, 
No. 3 - Diameter of tube is rigid) and is connectable between the exhaust manifold (Fig. 
1 , No. 2) and an exhaust hose connected to the muffler (Fig. 1 , No. 1 1 - connectable to 
anything), each ring having an outer diameter (Modified Fig. 3, Ring Outer Diameter) 
the same as the inner diameter of the tubular member and an inner diameter (Modified 
Fig. 3, Ring Inner Diameter) smaller than the inner diameter of the tubular member. 

7. With regards to claim 6, Pribil discloses an exhaust apparatus for a marine 
genset comprising: a flexible exhaust tubular member (Fig. 1 , No. 3) configured to be 
connected between an exhaust manifold (Fig. 1, no. 2) of a combustion engine (Fig. 1, 
No. 1) and a muffler (Fig. 1 , No. 1 1 - connectable to anything), the flexible exhaust 
tubular member having an inner diameter (Modified Fig. 3, Inner Diameter); and two or 
more rings (Fig. 2, No. 7) located on the inner diameter of the flexible exhaust tubular 
member, each having an outer diameter (Modified Fig. 3, Ring Outer Diameter) the 
same as the inner diameter of the flexible exhaust tubular member and an inner surface 
having an inner diameter (Modified Fig. 3, Ring Inner Diameter) smaller than the inner 
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diameter of the flexible exhaust tubular member, each of the inner surfaces of the rings 
exposing directly to an exhaust gas passageway in the exhaust tubular member 
(Figures 1 and 2), the rings being configured to provide constriction of the passageway 
which causes mixing of the cooling water with the exhaust gas to reduce noise 
generated by the combustion engine (Col. 1, Lines 9-19). 

8. With regards to claim 1 1 , Pribil discloses an exhaust apparatus for a marine 
genset, comprising: a rigid tubular member (Fig. 1 , No. 3 - Diameter of tube is rigid) 
having a first end (Fig. 1 , No. 3 - upstream end) connectable to an exhaust outlet of a 
combustion engine (Fig. 1, Nos. 1 and 2), the tubular member including an inner 
diameter (Modified Fig. 3, Inner Diameter), the inner diameter having at least two rings 
(Fig. 2, No. 7) mounted thereto, each ring having an outer diameter (Modified Fig. 3, 
Ring Outer Diameter) the same as the inner diameter of the tubular member and an 
inner diameter (Modified Fig. 3, Ring Inner Diameter) smaller than the inner diameter of 
the tubular member, each ring having an inner surface exposing directly to an exhaust 
gas passageway in the tubular member (Figures 1 and 2), the rings being configured to 
provide constriction of the passageway which causes mixing of the cooling water with 
the exhaust gases to reduce noise generated by the combustion engine (Col. 1, Lines 
9-19). 

9. With regards to claim 12, Pribil discloses the exhaust apparatus of claim 1 1 , as 
described above, and further wherein the tubular member is a rigid metal pipe (Col. 2, 
Line 79). 
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1 0. With regards to claim 13, Pribil discloses the exhaust apparatus of claim 1 1 , as 
described above, and further wherein a second end of the tubular member is 
connectable to a flexible marine exhaust hose (Fig. 1 , No. 1 1 - connectable to 
anything). 

1 1 . With regards to claim 21 , Pribil discloses the exhaust assembly of claim 1 , as 
described above, and further wherein the two or more rings located on the inner 
diameter of the tubular member, comprises two rings located at opposite ends of the 
tubular member (Fig. 2, No. 7 - rings located throughout pipe). 

12. With regards to claim 22, Pribil discloses the exhaust assembly of claim 1 , as 
described above, and further wherein at least one of the rings has a generally circular 
inner surface (Modified Fig. 3, Generally Circular Surface). 

13. With regards to claim 23, Pribil discloses the exhaust assembly of claim 1 , as 
described above, and further wherein each ring is in a plane perpendicular to the length 
of the tubular member (Fig. 2, No. 7). 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

16. Claims 17 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Pribil in view of Kazokas (U.S. 3,061,416). Pribil discloses an exhaust system for a 

marine genset, the exhaust assembly comprising: a combustion engine having an 

exhaust to emit cooling water and. exhaust gases (Pribil; Fig. 1 , Nos. 1 and 2); a water 

separator (Pribil; Fig. 1 , No. 3); an exhaust hose (Pribil; Fig. 1 , No. 1 1 ); and an exhaust 

tubular member (Pribil; Fig. 1, No. 3) between the exhaust and the exhaust hose, the 

tubular member having an inner diameter (Pribil; Modified Fig. 3, Inner Diameter) and 

two or more rings (Pribil; Fig. 2, No. 7) located on the inner diameter; at least one of the 

rings having generally circular inner surface (Pribil; Modified Fig. 3, Generally Circular 

Surface), each ring having an outer diameter (Pribil; Modified Fig. 3, Ring Outer 

Diameter) the same as the inner diameter of the tubular member and an inner diameter 

(Pribil; Modified Fig. 3, Inner Diameter) smaller than the inner diameter of the tubular 

member, each ring having an inner surface exposing directly to an exhaust gas 

passageway in the tubular member (Pribil; Figures 1 and 2), the rings being configured 

to provide constriction of the passageway Which causes mixing of the cooling water with 

the exhaust gases to reduce noise generated by the combustion engine (Pribil; Col. 1, 

Lines 9-19). Pribil fails to specifically describe a muffler. Kazokas discloses a muffler 

for an internal combustion engine application (Kazokas; Fig. 1). It would have been 

obvious to one having ordinary skill in the art at the time the invention was made to 
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attach the muffler of Kazokas to the exhaust hose of Pribil for the advantage of 
completely oxidizing the exhaust gases before passing them to the atmosphere 
(Kazokas; Col. 1, Lines 9-12). 

17. With regards to claim 24, the modified Pribil discloses the exhaust system of 
claim 17, as described above, and further wherein each ring is in a plane perpendicular 
to the length of the tubular member (Pribil; Fig. 2, No. 7). 

18. Claims 7, 14, and 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pribil in view of design choice. Pribil discloses the apparatus of 
claims 3, 4, 6, 11, and 17, as described above, but does not expressly disclose wherein 
the two or more rings are evenly spaced about 4 Vz inches apart from each other along 
a length of the flexible tubular member. At the time the invention was made, it would 
have been an obvious matter of design choice to a person of ordinary skill in the art to 
make the rings spaced about 4 V2 inches apart because Applicant has not disclosed that 
the spacing provides an advantage, is used for a particular purpose, or solves a stated 
problem. Furthermore, the scale of the exhaust tubular member of Pribil would 
ultimately determine the spacing of the rings and, depending on the distance that 
needed to be covered, a spacing of 4 Vz inches would be well within the reasonable 
spacing as shown by Figures 1 and 2 of Pribil. Therefore, it would have been an 
obvious matter of design choice to modify Pribil to obtain the invention as specified in 
claims 7, 14, and 18-20. 

19. Claims 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pribil in view of design choice. Pribil discloses the apparatus of claim 6, as described 



Application/Control Number: 10/765,708 Page 9 

Art Unit: 3748 

above, but does not expressly disclose wherein the exhaust tubular member has an 
outside diameter of about 2 inches or wherein the length is 6 feet or less. At the time 
the invention was made, it would have been an obvious matter of design choice to a 
person of ordinary skill in the art to make the exhaust tubular member 2 inches in 
diameter or 6 feet in length because Applicant has not disclosed that the diameter or 
length provide an advantage, are used for a particular purpose, or solve a stated 
problem. Furthermore, the length and diameter of exhaust tubing are common 
considerations in the design of automotive exhausts and the claimed dimensions are 
very typical in the art. Therefore, it would have been an obvious matter of design 
choice to modify Pribil to obtain the invention as specified in claims 8 and 10. 
20. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pribil in 
view of design choice. Pribil discloses the apparatus of claim 1 1 , as described above, 
but fails to expressly disclose the tubular member and the rings being made of stainless 
steal. At the time the invention was made, it would have been an obvious matter of 
design choice to a person of ordinary skill in the art to make the tubular member and 
rings out of stainless steel because Applicant has not disclosed that the stainless steel 
material provides an advantage, is used for a particular purpose, or solves a stated 
problem. One of ordinary skill in the art, furthermore, would have expected Applicant's 
invention to perform equally well being made of stainless steel because stainless steel 
is commonly used in internal combustion engine exhaust applications. Therefore, it 
would have been an obvious matter of design choice to modify Bishop to obtain the 
invention as specified in claim 15. 
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Response to Arguments 

21. Applicant's arguments filed 10/31/07 have been fully considered but they are not 
persuasive. 

22. Applicant has argued, "Pribil fails to disclose the tubular member having two or 
more rings located on its inner diameter". The examiner respectfully disagrees. Figures 
3 and 5 of Pribil shows the ring (Nos. 7-9), which dispersed throughout the exhaust 
tubular member as shown in Figure 2. Applicant has further argued that Prebil's ring 
(Fig. 2, No. 7) is actually a single piece of a spirally wound strip. The examiner agrees 
with this, but argues that this wound strip forms a plurality of rings along the length of 
the tubular member, wherein a single revolution of the strip is a single ring. 

23. Applicant has argued, Tribil fails to teach or suggest the exhaust tubular 
member having two or more rings located on its inner diameter and at least one of the 
rings having a generally circular inner surface". The examiner respectfully disagrees. 
Figure 3 of Pribil shows the generally circular inner surface of the ring (Fig. 3, No. 7). 

24. In response to applicant's argument toward the formation of water droplets on the 
rings, a recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 

Conclusion 
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25. All claims are drawn to the same invention claimed in the earlier application and 
could have been finally rejected on the grounds and art of record in the next Office 
action if they had been entered in the earlier application. Accordingly, THIS ACTION IS 
MADE FINAL even though it is a first action in this case. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Loren C. Edwards whose telephone number is (571) 
272-2756. The examiner can normally be reached on M-TH 5:30-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Denion can be reached on (571) 272-4859. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Loren Edwards -ft^O* BjH**cn^ 



(571) 272-2756 



THOMAS 0ENI0N 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3700 




